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DETAILED ACTION 
Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, A-C must be shown or 
the feature(s) canceled from the claim(s). No new matter should be entered. 

A. Pricing, costing, and how to determine equivalent net competitor price, are 
not shown in the drawings but are found within limitations of the item from claims 38 and 
43. 

B. How one uses or calculates predictors of price. 

C. The "overriding" step in Claim 50 is not found with in the drawings. 
Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 

reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
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the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
2. The drawings are objected to because in general the Figures 1-5 have no lead 
lines explaining what is going on in correlation to the specification. For instance Fig. 2A 
Applicant should label what the CE per Track ($) represents. The same applies to all of 
the drawings. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Application/Control Number: 09/517,977 Page 4 

Art Unit: 3629 

Specification 

3. The claims are objected to because they fail to include reference characters 
which label the Figs and are not enclosed within parentheses See for Example 
Specification pages 20-25. 

Reference characters corresponding to elements recited in the detailed 
description of the drawings and used in conjunction with the recitation of the same 
element or group of elements in the claims should be enclosed within parentheses so 
as to avoid confusion with other numbers or characters which may appear in the claims. 
See MPEP§ 608.01 (m). 

Claim Objections 

4. Claims 38-50 are objected to because of the following informalities: the 
preamble of the two independent claims 38 and 43 is confusing. Applicant needs to 
distinctly claim either a method or system. Support for this is also found with in Claims 
49 and 50 wherein Applicant claims "steps" in an apparatus claim. However for 
purposes of examination both have been considered. Appropriate correction is 
required. 

5. Claim 40 fails to depend from anywhere and thus is not considered as part of 
this examination. 

Claim Rejections - 35 USC § 112 1 st 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 



Application/Control Number: 09/517,977 
Art Unit: 3629 



Page 5 



7. Claims 38-50 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Problems with the specification and claims that lead to the 112 1 st problems are 
listed below: 

A. Parameter, page 11 of specification, "...various switches and values 
indicating preferred algorithms..." For Examiner to determine what the various switches 
are and the preferred algorithms would require undue experimentation. 

B. Predictor, page 11: "...are measurements or indicator variables used to 
estimate the win probability..." This is never shown and what variables to use and 
figure this out would require undue experimentation. Even pg 19 "Predictors" there is 
no concrete definition of how a predictor is determined, and no relation can be seen to 
fig 1 . Also on page 25 Applicant notes that these can be viewed as customers' brand 
preferences, but does not enable how to determine a value to be assigned to a 
"customer brand preference". Page 26 even labels it as "willingness to pay". 

C. Win Probability, page 13: "Estimated probability of winning a bid at a given 
net price. This is truly vaugue and indefinite and cannot be determined. Examiner turns 
to page 24 of the specification and notes that the "winning probability" requires the 
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same subjective analysis of risk that was already known in the art, and is at a minimum 
equivalent to being a matter of choice. 

Claim Rejections - 35 USC §112 2 nd 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 38-50 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

1 0. With respect to Claim 1 : 

A. Applicant states in step d, "...calculates winning probabilities for each of the 
prices..."; when applicant more than likely means "bids" 

B. Applicant also has a lack of antecedent basis problem with step e, wherein 
Applicant states ..."processing of said optimal bids..." yet no optimal bids have 
yet been determined. 

C. Examiner cannot determine how from Claim 1 step e, an "expected 
contribution comprises a product of a marginal contribution for the selected bid 
and the winning probability for the selected bid. How the two interrelate or what 
is done to determine the product, is not clear. 

D. Applicant is requested to clear up any problems that also arise in System 
Claim 43. 

1 1 . With respect to Claims 41 and 50: 
Applicant states 
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"...comparing the equivalent competitor net price to the target price range, and 
//the an equivalent competitor net price falls outside the target price range, 
overriding the equivalent competitor net price with a predefined price within said target 
range prices" 

This makes no sense the way it is worded if the competitors' price falls outside the 
range then override with a new number with in the range. That cant be done. For 
purposes of Examination Examiner interprets this to mean that if the competitor's price 
is below the target range a person may decide to go outside their target range in order 
to beat a competitors' price. 
12. With respect to Claim 42 and 47: 

The wording of the claims do not make much sense and are indefinite. Examiner 
is uncertain how for instance: "...determining an equivalent net price each comprises an 
iterative linear interpolation of the stored data." The Applicant should claim that the data 
is plotted on the graph or what ever they intend. These numbers only need exist (which 
they already do) putting the numbers in any type of graph and any type of mathematical 
graph that could be made from the numbers is inherent with the numbers merely being 
in existence, Applicant does not change nor modify the numbers. This is merely within 
the numbers waiting to be discovered/plotted. 



Application/Control Number: 09/517,977 Page 8 

Art Unit: 3629 

1 3. With respect to Claim 43: 

Both processing steps d and e do not say anything; "...calculate a probability as 
a function of price using parameters from e-stored model..." for instance, Applicant 
does not apprise one of the function and or parameters used and how they would affect 
the function. 

14. With respect to Claim 46: 

". . . evaluating price independent predictors for at least a customer, a order, and a 
product." 

Examiner cannot determine who evaluates and or how this is done. Furthermore how it 
is done for that of a customer, order, and/or product. 

15. With respect to Claims 49 and 50: 

See claim objections above wherein Applicant in the preamble claims an 
apparatus then claims steps . 

16. With respect to Claim 40 (considered in this action) and 49: both fail to limit the 
claim further. 

Claim Rejections - 35 USC § 101 

17. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 38-50 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in the test of: 

(1) whether the invention produces a useful, concrete, and tangible result. 
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The present invention fails the "useful, concrete, tangible" result test. 

For an invention to be "useful" it must satisfy the utility requirement of section 
101 . The PTO's official interpretation of the utility requirement provides that the utility of 
an invention has to be (i) specific, (ii) substantial and (iii) credible. MPEP 2107. In 
addition, when the examiner has reason to believe that the claim is not for a practical 
application that produces a useful result, the claim should be rejected, thus requiring the 
applicant to distinguish the claim from the three exceptions to patentable subject matter 
by specifically reciting in the claim the practical application. In such cases, statements 
in the specification describing a practical application may not be sufficient to satisfy the 
requirements for section 101 with respect to the claimed invention. Likewise, a claim 
that can be read so broadly as to include statutory and nonstatutory subject 
matter must be amended to limit the claim to a practical application. In other 
words, if the specification discloses a practical application of an abstract idea, but the 
claim is broader than the disclosure such that it recites an abstraction, then the claim 
must be rejected. The present invention fails the utility requirement in that it is not 
credible. 

The Examiner herein now lays out examples of why the application lacks 
credibility starting first with the calculation of the "winning probability". This is hardly 
credible in that it leaves out so many unquantifiable factors as to be relied upon. 

Another consideration is whether the invention produces a "concrete" result. 
Usually, this question arises when a result cannot be assured. In other words, the 
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process must have a result that can be substantially repeatable or the process must 
substantially produce the same result again. In re Swartz , 232 F.3d 862, 864 (Fed. Cir. 
2000) (where asserted result produced by the claimed invention is "irreproducible" claim 
should be rejected under section 101). The opposite of "concrete" is unrepeatable or 
unpredictable. Resolving this question is dependent on the level of skill in the art. For 
example, if the claimed invention is for a process which requires a particular skill, to 
determine whether that process is substantially repeatable will necessarily require a 
determination of the level of skill of the ordinary artisan in that field. An appropriate 
rejection under 35 U.S.C. § 101 should be accompanied by a lack of enablement 
rejection under 35 U.S.C. § 1 12, paragraph 1 , because the invention cannot operate as 
intended without undue experimentation. See infra. 

After the examiner identifies and explains in the record the basis for why a claim 
is for an abstract idea with no practical application, then the burden shifts to the 
applicant to either amend the claim or make a showing of why the claim is eligible for 
patent protection. See, e^, Brana , 51 F.3d at 1566, 34 USPQ2d at 1441: see 
generally MPEP 2107 (Utility Guidelines). In addition, if an application is rejected under 
section 101 because there is reason to doubt the asserted utility, then the examiner 
should also reject the claims for lack of enablement, because a person skilled in the art 
cannot practice the invention. In re Swartz , 232 F.3d 862, 863 (Fed. Cir. 2000). 

In the present case Applicant's invention is unpredictable. No body can truly 
predict what will happen in an actual bidding war. Examples of lacking concreteness 
and credibility are found throughout the specification le: 
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1. pg 6 "...number of factors appear to influence..." 

2. pg 11 "parameter" -> various switches 

3. pg 1 1 "predictor" -> "based on either the bid or" 

4. pg 19 what the MRM is and how it performs its 3 functions is not clear 

5. pg 25 Customer's brand preferences -> how does one figure out and assign 
value 

6. pg 26 "willingness to pay" 

7. An example is needed pg 36 of how to figure out "expected contribution" 

8. As to "strategic objectives" -> in regards to the win rates and minimum profit 
margins] there is no demonstration as to who figures this out and or how to do it. 



Claim Rejections - 35 USC § 102 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

18. Claims 38-50 are rejected under 35 U.S.C. 102(a) as being clearly taught by 
"The Official ebay Guide to buying, selling and collecting just about anything"; By Laura 
Fisher Kaiser & Michael Kaiser; Copyright 1999 (relevant portions attached). Herein 
referred to as "Buying and Selling Anything". 

19. With respect to claim 38 which reads as: 

A computer-readable medium comprising computer executable 
instructions for executing a method for determining a target price for an auction item, 
the method comprising the steps of: 
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a. pricing the auction item using list price data in an electronically stored product 

model; 

b. costing the auction item using cost data in the product model; 

c. determining an equivalent competitor net price for the auction item using an 
electronically stored competitor net price model; 

d. processing of said auction item pricing, said auction item costing, and said 
equivalent competitor net price to calculate a plurality of bids as a function of prices 
using the parameters from an electronically stored market response model that 
calculates winning probabilities for each of the prices; and 

e. processing of said optimal bids to calculate a target price for the auction item, 
wherein the processing of said optimal bids comprises accessing an electronically 
stored optimization model that calculates a separate expected contribution value for 
each of the bids and 

f. selecting an optimal bid associated with a maximum expected contribution, 
wherein the expected contribution for a selected bid comprises a product of a marginal 
contribution for the selected bid and the winning probability for the selected bid, wherein 
the marginal contribution comprises revenues from winning the auction item at the 
selected bid minus immediately incurred costs from winning the auction item at the 
selected bid. 

Examiner in applying the broadest reasonable interpretation reads the claims as follows: 
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A method for determining the target price that one would be satisfied with in either 
paying for or selling an auction item comprising the steps of: 

a. determining what would a seller sell for (Buying and Selling Anything, page 
103, A) 

b. seller determines an amount that is the lowest amount that would be accepted 
for the sale , (Buying and Selling Anything, page 103, A) 

c. seller then looks at an e-stored version of what the competitor is selling it for , 
(Buying and Selling Anything, pg 104 and pg 190 B-C) 

d. then considering the above determines a range of prices that seller would be 
happy to sell for (a price that will be less than that of the competitor but still yield a 
profit), one consideration is market trends, and calculate odds of selling at the price . 
(Buying and Selling Anything, PG 1 03 and 1 06, A and 1 07 and page 1 90) 

e. calculate how much you would make at each bid price, (page 104, F and 106, 

A) 

f. and selecting the price that will lead to the most profit, your profit being what 
you sold item for minus what it cost . (This is inherent with in the reference) 

20. With respect to Claim 39 and 44: Buying and Selling Anything shows the step of 

calculating the probability of winning auction item at a select price using an 
expediential distribution comprising 

1. price-independent terms reflecting a relative brand preference for the auction 
item and (page 61, A "worth it to you" equivalent to brand preferences, Page 103) 



Application/Control Number: 09/517,977 
Art Unit: 3629 



Page 14 



2. price-dependent terms reflecting price sensitivity (pg 104, "nicer and more 
likely to sell". 

21 . Claim 40 (new): The computer-readable medium of claim, wherein the method 
further comprises the step of the calculating a target price range for the auction item. 
NOT CONSIDERED 

22. Claim 41 and 50 (new): The computer-readable medium of claim 40 wherein the 
step of 

processing of said auction item pricing, said auction item costing, and said equivalent 
competitor net price to calculate a plurality of bids further comprises: 

comparing the equivalent competitor net price to the target price range (pg 104 A) 

and, 

if the an equivalent competitor net price falls outside the target price range, 
overriding the equivalent competitor net price with a predefined price within said target 
range prices (Note as said before this is indefinite, however as best understood is 
inherent with in the reference, because after a seller has taken the proposed steps of 
determining their favorable prices if upon looking at competitors prices and past sale, 
the seller if still desires to sell will lower price below originally derived range or more if 
buying, see entire document and pg 61 A). 

23. With respect to Claim 42: Buying and Selling Anything discloses 
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wherein the product and competitor price models are n-dimensional with stored 
data reflective of at least price and cost, and wherein the pricing the auction item, the 
costing the auction item, and the determining an equivalent competitor net price each 
comprises an iterative linear interpolation of the stored data (Applicant states that these 
three things comprise and iterative linear interpolation and Examiner agrees they 
always have comprised that, Applicant is merely attempting to diagram. However 
because never affirmatively diagramed and Buying and Selling Anything meets all of the 
limitations, inherently its steps and numbers must also comprise linear interpolation.) 

24. With respect to Claim 49: Buying and Selling Anything discloses 
wherein the method further comprises the step of the calculating a target price 

range for the auction item (pg61; 103; 104, D-G; 106, A; 107, C). 

25. All of Claims 43-50 are rejected for virtually the same reasons as expressed 
above. 

45, 46, 48 

Claim Rejections - 35 (JSC § 103 

26. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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27. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

The scope of the prior art is that of determining value, and more specifically value 

of a target price. 

Level of skill in the pertinent art is that of a skilled contractor or economist. 

The primary reference (Buying and Selling Anything) teaches all of the claimed 
steps except the application of mathematical formulas to the data, judgment calls, and 
determinations made. 

Claims 45, 46, and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Buying and Selling Anything as applied to claims 38 and 43 above, and further in view 
of "Barron's Financial and Business Guides" and definitions found within (attached) 
Composed of both "Dictionary of Finance and Investment Terms"; John Downes et al.; 
Copyright 1998 (attached) and Dictionary of Business Terms; Jack P. Friedman; 
Copyright 2000 (attached) 
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28. With respect to Claim 45 and 46: Buying and Selling Anything discloses 
Considering historical data (pg 104, E and 190, C), and 

determining the probability of winning including evaluating price-independent 
predictors (190, B). 

Buying and Selling Anything does not disclose 1. coefficients for market response 
predictors based upon the history and/or 2. generating curve reflecting the bid needed 
as a function of net price. 

Examiner turns to the definition of "regression analysis" in the "Dictionary of Finance 
and Investment Terms" which shows an example of an application very similar to that of 
Applicants, which has coefficients and produces a market response curve. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to apply the regression model to the steps laid out in Buying and Selling Anything 
because by already measuring the independent variables has historically correlated to 
the dependent variables would allow a bidder to predict an optimal value. Whether the 
variables/ price-independent predictors a customer, a order, and a product all would be 
obvious. 

29. With respect to Claim 48: 

Claim 48 is rejected under 35 U.S.C. 103 as being unpatentable over the Buying and 
Selling Anything. The reference discloses all of the steps that a buyer/bidder would 
need in establishing a target price including determining competitor's prices. Buying 
and Selling Anything does not discuss the application of a discount model as claimed. 
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The examiner takes Official Notice that applying a discount model is old and well 
established in the business of e-commerce as a convenient way for a seller to 
determine a competitors net price. (Evidence is found in the definition of net -> "figure 
remaining after all relevant deductions have been made") It would have been obvious to 
one having ordinary skill in the art at the time of the invention to have included the step 
of applying all discounts offered by competitor in Buying and Selling Anything by using 
a standard because the skilled artisan would have recognized that this business 
practice streamlines the process and saves time spent by a seller/buyer in formulating a 
target price and is clearly applicable to the competitive sale or purchase of any type of 
product. These advantages are well known to those skilled in the art. 

Response to Arguments 
30. Applicant's arguments with respect to the previous claims 1-37 have been 
considered but are moot in view of the new ground(s) of rejection. 

It should be noted Applicant is correct in stating "Applicant is allowed to widely 
define terms as desired in the specification." However, Applicant should be fully aware 
that the specification does not breath life into the claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew L. Brooks whose telephone number is (571) 
272-8112. The examiner can normally be reached on Monday - Friday; 8 AM - 5 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-81 12. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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